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Status 

1 )M Responsive to communication(s) filed on 12 October 2005 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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7) D Claim(s) is/are objected to. 
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DETAILED ACTION 

Election/ Restrictions 

1. Applicant's election without traverse of Group I, Claims 1-9 and 65-67 in the 
reply filed on 10/12/05 is acknowledged. 

2. Claims pending are 1-67. Claims 10-64 have been withdrawn from further 
consideration as directed to non-elected invention. Claims 1-9 and 65-67 are being 
examined on the merits. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 2 and 3 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 2 contains the trademark/trade name "pentravan". Where a trademark or 
trade name is used in a claim as a limitation to identify or describe a particular material 
or product, the claim does not comply with the requirements of 35 U.S.C. 112, second 
paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982). The claim scope is 
uncertain since the trademark or trade name cannot be used properly to identify any 
particular material or product. A trademark or trade name is used to identify a source 
of goods, and not the goods themselves. Thus, a trademark or trade name does not 
identify or describe the goods associated with the trademark or trade name. In the 
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present case, the trademark/trade name is used to identify/describe some type of 
emollient base and, accordingly, the identification/description is indefinite. Further, it is 
unclear what exactly is meant by "pentravan", since the specification does not describe 
the contents of the gel, thus, rendering the search impossible. 

Claim 3 contains the trademark/trade names "pleurinic" and "lipoil". Where a 
trademark or trade name is used in a claim as a limitation to identify or describe a 
particular material or product, the claim does not comply with the requirements of 35 
U.S.C. 112, second paragraph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982). 
The claim scope is uncertain since the trademark or trade name cannot be used 
properly to identify any particular material or product. A trademark or trade name is 
used to identify a source of goods, and not the goods themselves. Thus, a trademark 
or trade name does not identify or describe the goods associated with the trademark or 
trade name. In the present case, the trademark/trade name is used to 
identify/describe some type of emollient base and, accordingly, the 
identification/description is indefinite. Further, it is unclear what exactly is meant by 
"pleurinic" since the specification does not describe the contents of the gel, thus, 
rendering the search impossible. 

Claim Rejections - 35 USC § 103 
5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1, 4-9 and 65-67 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wolicki (US 2004/0101582) in view of either Williams et al. (US 
2003/0082214) or Murdock et al. (US 6,572,880), both supplied by the Applicant. 

Wolicki teaches transdermal compositions for the treatment of neuropathy 
comprising 10-50%, preferably 15-20% of ketamine, 0.001-2%, preferably 0.1-1%, of 
clonidine, 1-10%, preferably 2-5% of amitriptyiline, and 1-30%, preferably 3% or 6% 
of gabapentin. See Abstract; p. 2, [0017]-[0021]; p. 4, [0040]-[0042], [0047]; p. 8, 
[0089]. The carriers include cream, ointment or gel carriers. See p. 3, [0023]; p. 7, 
[0076]-[0078]; p. 10, [0105]. The compositions of Wolicki may additionally contain 
penetration enhancers. See p. 2, [0018]. The compositions are useful for relieving pain, 
inflammation and irritation associated with skin diseases and disorders. See p. 7, 
[0074]. Wolicki does not teach the claimed anti-inflammatory component. However, 
Williams et al. teach using non-steroidal anti-inflammatory analgesics such as 
acetylsalicylic acid, ketoprofen, indomethacin, etc. in transdermal compositions for 
treating pain. See Abstract; p. 10, [0151]. Similarly, Murdock et al. teach ketoprofen in 
combination with gabapentin and/or amitriptyiline in transdermal compositions for pain 
relief. See Abstract; col. 8, lines 55-65; Examples 53-55, 63; col. 34, col. 39-40. 
Therefore, it would have been prima facie obvious to one having ordinary skill in the 
art at the time the invention was made to modify the compositions of Wolicki such that 
to use an anti-inflammatory agent such as ketoprofen. One having ordinary skill in the 
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art would have been motivated to do this to obtain an additional pain relieving effect as 
suggested by either Williams et al. or Murdock et al. 

Therefore, the invention as a whole would have been prima facie obvious to one 
of ordinary skill in the art at the time the invention was made. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. US 5,164,416; US 6,010,716; US 6,518,311; US 6,730,667; 
http://www.gallipot.com/ui/Base.aspx. 

8. No claim is allowed at this time. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marina Lamm whose telephone number is (571) 272- 
0618. The examiner can normally be reached on Mon-Fri from 11am to 7pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
acting supervisor, Sreenivasan Padmanabhan, can be reached at (571) 272-0629. 

The fax phone number for the organization where this application or proceeding 
is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
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more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 




